COMMISSIONER'S DI.CISION

OBVJOUSNESS:  Instrument for altering garment patterns
The application, which rclates to a transpe.ent tcmplate with calibrated scales

thereon for use in making or altering patte ns and wearing apparel, was refused
for failing to define a patentable advance in the art over the references cited.

Final Action: Affirmed.

This decision deals with a request for review by the Commissioner of
Patents of the Examiner's Final Action dated April 15, 1975, on applica-
tion 130,584 (Class 33-2). The application was filed on Dccember 20,
1971, in the namc of Lcona R. Impastato, and is cntitled "Instrument For

Altering Garment Patterns."

The application relates to an instrument for usc an making or altering
patterns and wearing apparcl. It compriscs a transparcnt template with
calibrated scales on the cdges thercof, The configuration of the member

resembles the letter "J"™ and 1s shown in the drawing on page 4.

In the Final Action the cxaminer refused the application for lack of patent-

ablc subject matter over the following patents:
Canadian:
120,081 Sept. 21, 1909 Valentine

United States:

709,776 Sept. 23, 1902 Kelley

A second rejcction was also made on the grounds that the present device
merely brings together a number of previously kpown instruments with a view

to increasing convenicnce 1n making alterations by saving time and effort.

In that action the examiner stated (1n part):
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Applicant points out a further distingmshing feature of the
present instrument as being the calibrated scale extending
along cdpe 4 including a portron of the head. However, the
Kelley patent clearly shows a scale beginning at the top
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of the blade and extending along the cdge A including a portion
of hcad or arm portion B.

Additionally, applicant stresses the importance of parallel lines

7 and the manner in which they cooperate with straight-edge 2.

It is agreed that the cited patents do not show this well-known
drafting concept of providing parallel reference lines 1n

refercice to which straight parallel lines may be drawn. It must

be pointed out that the parallel lines 7 cooperate with straight-

cdge 7 only and that 1f this were the point of invention of the present device
it would not be neccessary to claim anything more than the straight-edge
and the parallel lines on a transparent backing. However, applicant
has not prescnted in the disclosure any cvidence that patent pro-
tection 1s heing sought for the provision of parallel lines on a
transparent backing in associration with a straight-cdge. While this
feature, as well as the provision of hole 9, 1s not shown in the crted
prior art, 1t 1s not in itsclf a patentable feature, and furthermore, 1t
docs not cooperate in an unexpected manncr with other trivial features,
such as hole 9 which again 1s not shown in the cited art, to produce
any new and unexpected result. Also, the provision of a number of
trivial features such as the parallel lines 7, and the hole 9, each

of which is individually unpatentavle because cach fails to cooperate
in an unexpected manner with associated elements, do not cumulatively
producc a patentable result.

The previous rejections cited both the Kelley and Valentine patents.
However, they were both cited {for the same reasons and {or this reason
only onc of them, the Kelley patent, has been mentioned 3n this [inal
Action,

Tt is noted that the Kelley patent fails to show certain fecaturcs, in
addition to those mentioned above with reference to applicant's
arguments, which differ from the Kelley patent. These featurces relate
to the disclosced fourth section of the instrument which cxtends back
toward the straight-edge portion and a f3fth scction which 1s reversely
curved and merges tangentially into the fourth and straight cdge
portions. Whilec 1t 1s conceded that thesc portions are not specifically
shown an any onc prior art rcference, 1t 1s held that thesc portions
have no new and uncxpected use, that they fail to cooperate with

assc “tated clements in any new and uncxpected manner, and that their
novelty (not patentabirlity) results from merc design considerations.
This view is supported by applicant's disclosure where no mention 1s
made of the uncapected results obtained by the provision of said
portions, or is there any specific mention of the use of thear particular
usc anong the 1llustrations of Figures 2 to 11. Figure 2 demonstrates
the use of the straight-cdge while Figures 3 to 11 illustrate the use

of the curve portion 4a up to about the point shown at 4b in Figurc 1.
It 1s thercfore held that those features whach distinguish the present
device from the patent to Kelley relate to matters of mere design which
arc not patcentable.

Tn his response dated July 15, 1975 to the Final Action the applicant argues

that:

I. the same references were cited during the prosccution of the
United States applicatio, but a patent i1ssucd;

2. the shape 1s different from any prior art device;



3. the prior art does not show a calibrated scale, nor lines
parallcl to the straight cdpe, nor a hole acting as a center of
an accurate cdge of the head portion;

4. the present device carries out more functions than the prior art
devices of Valentine or Kelley; and

5. increased convenience and saving of time and effort result fror
use of the present device.,

In that response the applicant also stated (in part):

There scems to be no dispute between the Lxaminer and the applicant

as to the fact that applicant's device as claimed 15 different {from

the cited Kelley and Valentine devices but the Exawminer considers

such differences to be attributable to "mere differcnces in design”

and therefore not patentable (page 2, lines 13-14 of Ianal Action)

and that "their novelty (not patentability) results from mere design
considerations' (page 3, lines 16-17 of Final Action) and again,

that they "rclate to matters of mere design which arc not patentablce!
(page 3, linc 26 of I'tnmal Action). [I'rom this 1t would appear that

the Lxaminer feels that applicant should be secking protection under the
Industrsal Design Act rather than the Patent Act; in other words, that
there arc mere differences in shape or ornamentation but not ef function
between applicant's device and the prior devices. This, however,
completely contradicts the statement made by the Examiner at the top of
page 2 of his Official Action of March 25, 1974, namely "1t 1s agrecd
that the present instrument carries out more functions than (sic)

can be carried out using erther Valentine's pattern drafting device or
the drafting rulc shown in the patent to Kelley'. The Examiner cannot
have 11 both svays, Applicant's device 1s different from and can carry
out more uscful functions than the prior art, as admitted by the
Examiner, and 1t clearly, thercfore, lies in the field of patentable 1n-
vention rather than regiastrable design.  The additional functions arisc
from the featurcs claimed by applicant and these cannot, therefore, be
"were differences in design',

The Kelley catation relates to a drafting instrument. The object is to provide
“"an anstrument by means of which a multiplicity of different figurcs - plain,
curvilincar and miatilinecar - can be quickly and easily constructed.)' Figure 1,

shown below, 1s considered to be 1llustrative of the Kelley invention.
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Claim 1 of the Kelley patent reads as follows:

A device of the kind described, comprising a body portion and

a curved crm, the end of said arm being bifurcated, one edge of
the body portion being a straight cdge, the other edge being a
constantly-varying curve, onc edge of the curved arm containing

a long arc of a circle, the other edge of the curved portion
conta ning a short arc of a circle, said short arc intersccting
the straight cdge of the body portion, substantially as described.

The Valentine citation relates to an instrument for drafting garment patterns.
This instrument is best depicted by Figures 1 and 2, shown below, of the
patent.,
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This application rclates to an instrumcnt for usc in making or altering wcar-
ing apparel. The instrument is made of transparent matecrial and has a con-
figuration which resembles the letter '"J'". Figure 1 of the application,

shown below, is considered to be illustrative of the alleged invention.

Claim 1 of the application rcads as follows:

An instrument for altcring garment patterns and making garment
changes compraising transparent shect material having an clongate
straight edge portion, a rclatively short end cdge portion at
onc cnd of saird straight cdge portion and perpendicular to said



stroipht cdpe portion, a curved cdge portion comprising successive-
ly a first scction starting at said end edpe portion, diverping
gradually from sard strayght edge portion for a portion of 1ts
length and then converging toward said straight portion, a sccond
scction of progressively incrcasing curvature, crossing to the
opposite side of a projection of s.:d straight edge portion, a third
scction disposed on said opposite s.de of said straight cdge portion
projcction and substantially concentric to a center offset from

said straight cdge portion projection, means defining a small circular
hole at approximately the center of curvature of said third scction
of said curved cdge portion, -a fourth scction extending back toward
said straight edge portion and a fifth section which is reversely
curved and merges tangentially into said fourth section and said
straight edge portion, sald straight cdge portion, end edge portion
and said first scction of said curved edge portion defining a blade
portion of said instrument and said sccond, thard, fourth and fafth
sections defining a head portion at the opposite cnd of said straight
edge portion from said short end edge portion, said blade portion
lying at one side of said straight cdge portion and said head portion
extending to the opposite side of said straight edge portion, said
first section of gradual curvaturc constituting a hip curve witih a
length corresponding approximately to the length of said straight
cdge portion and merging into said sccond section of greatly in-
creascd curvature constituting an armhole curve, means defining a
calibrated scale cextending along said curved edge portion throughout
said first scction and at least part of said second scction beyond
the point at which said curved edge portion crosses the projection
of said straight cdge portion, means defining a calibrated scale
extencding along said straight cdge portion throughout substantially
its whole length amd mecans defining uniform spaced lines parallcel to
the cdge of said straight edge portion, said lines extending from
said short end edge portion substantially the whole length of said
blade portion.

We obscrve that the claims are direccted to the "structurc or shape of the
instruiment," but not to the method of making it. The novelty and subject
matter, if any, must therefore be associated with the idea 1tself of a one-
picce instrument for altering garments. It is well established, of course,
that invention may reside in a new idea, or in a new mcans for carrying an

idea into cffect, or in a combination of the two.

Some generalized ideas or desiderata are, nonetheless, inherently unpatentable.
Examples of such i1dcas are automatic operation, convenient arrangement of one's
work or an increasc of efficiency. In our opinion, the suggestion of combin-
ing a number of things in onc piece normally comes within the ficld of such
unpatentable generalized ideas., In the well known "Sausage Machine" casc

(Willyams v. Nye, 7 R.P.C. 62), 1t was held that there is no invention in



doing 11 onc machine what was previously done in two. Similarly in Carter
v. Leyson, 19 R.P.C. 473 it was held that a socket with fangs made in onc
picce was not subject matter when it had been known to make them scparately.

In a more rceent case, Cascelloid Limitco v. Milex Star Engincering Company

Lid. (1953) 70 R.P.C. 28, it was held that dolls' cyes made in one piece
were not patentable subject matter, even though the claim included further
limitations as to materials (plastic) and the manner of performance (injection

moulding), with advantages claimed for each aspect.

Further to this point, in Doctors v. Warshawer § Son Ltd. (1934) 51 R.P.C. 385,

at page 391, Farwell J. said: "But what is said is that the combination of
making the hinge and the slotted stay in one piecc was something which re-
quired 1nvention; and in support of that it is said that for a grcat many
ycars nobody ever thought of doing this, until it was donc by the Plaintiff ...
1 think this is nothing more than a combination of perfectly well-known
devices, and not a combination which required any invention at all."

In Newsum v. Mann, 7 R,P.C. 307, it was held that the claims werc rcally for

the mere casting together of things well known and were not subject matter.

The applicant points out that the prior art does not show a calibrated scalec.
The Kelley disclosure, however, at column 2, linc 28 rcads: ''One or both

sides of the rule may be provided with scales or graduations as preferred.™

The applicant stiresses the amportance of parallel lines 7 and the manrer in
which they coopcrate with straight edge 2. Although not quite the same the

Kelley patent does show parallel edges A2 and AS.

The applicant states that there is no disclosurc of a hole corresponding to
hole 9 of the present device. The provision of hole 9, however, is held to
be for a purposc which is well known in the art; that is, to provide a center
about which a circic or portion of a circle may be drawn. The disclosure

of Kelley, column 2, line 32 recads: "... owing to the pecculiar arrangement

of the straight and curved edges which form considerable portions of circles



I am able to produce a great varicty of di{ferent designs and patterns."
Furthermore, the mnstant disclosurce mercly points out the provisions of hole

9 without any indication that 1t has a function in a patentablc combination.

The applicant argucs that the shape of his device is different from any prior
art device. While this may be true we must keep in mind that articles of
special shape may only be patentable where the shape has some function or
purposc producing a new and useful result in an inventive manner., The prior
art devices, as illustrated by the Kelley and Valentine patents, are similar

in many respects to the applicant's device. The changes in shape between
applicant's device and those of the prior patents do not singly or cumulatively
produce a combination which operates substantially different from the in-
dividual dcvices, which the applicant states existed before the present device
was conceived. In other words, no new or useful result, in the scnse of patent
law, was achicved by bringing together the prior art devices, as each part

of the present device performs substantially the same function and has the

same purposc as a separate prior art device known to the applicant.

We agree that incrcascd convenicnce may result from putting in one device
what previously existed in a plurality of devices. Increased convenience,
however, usually flows from an idea lacking in patentable merit. On this point

we refer to Drysdale and Sidncy Smith § Blyth Limited v. Davey Paxmon §

Company (1939), 55 R.P.C. 95 at page 113, where Luxmoore J., said: "An

attempt has been made to displace the argument that the invention lacked subject
matter by scetting up a number of advantages which were alleged to result

from the uscr of the device; but 1f no ingenuity is involved in the

application of thc idca, no amount of proof of its practical utility can save

it from being invalid from want of subjcct matter."

The comments of the court, in Lowe Martin Co. Itd. v Office Specialty

Manufacturing Co. Ltd, (1930) Ex. C.R. 181, are pertinent: "The mere carrying




forward of the original thought, a change only in form, proportion or

degree, doing the same thing in the samc way, by substantially the samc means,
with better :esults is not such an invention as will sustain a patent"

(page 187 linc 9), and "It is always neccssary to consider the rights of the
general public to avoid monopolies on such simple devices as would occur to

anyone familiar with the art."

We are satisfied that the application is not directed to a patentable advance
in the art. The applicant has achieved a result with a change in form only,
producing a recsult, by substantially the same means, as is taught or inherent

in the prior art.

We recommend that the decision in the Final Action to refusc the application

be affirmed.
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~J.¥, llughes,
Assistant Chairman,
Patent Appeal Board.
I am in agrcement with the recommendations of the Patent Appcal Board.
Accordingly, 1 refuse to grant a patent on this application. Thc applicant
has si1x months within which to appeal this decision under the provision of
Section 44 of the Patent Act.
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J.H.A. Gariépy,
Commissioner of Patents.

Dated at Hull, Qucbec

this 26th. day of April, 1976

Apent for Applicant

Smart § Bigpar,
Box 2999, Statyon D,
Ottawa, Ontario
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